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Remarks 

Qaims 23-39 have been canceled, Applicants reserving all rights to prosecute 
said claims in subsequent continuation and/or divisional applications. Re-examination and 
re-consideration of the application, in view of the remarks below, are respectfully requested. 

The Examiner rejected claims 23-39 under 35 U.S.C § 112, second 
paragraph, and under 35 U.S.C. § 101. In addition, claim 23 was rejected under U.S.C. 
102(a) on the basis of Nnw You Can G o Out In Style, and on the basis of H»PPV P^»*hdav - 
These claims have been canceled without prejudice. 

The Examiner rejected the balance of the independent claims, namely claims 
1, 60, 62, 64, and 65, under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication No. US 2003/0212611 to Barrottet al. ("Banrott") in view of Eunsia!sW[tti 
Thfimas Coming Soon f " Funerals") . Reconsideration and withdrawal of the rejections is 

respectively requested. 

The Examiner properly conceded that Banott, for Computerized Family 
Advising System And method For Making Funeral Arrangements, does not disclose the 
selection of a theme for a vignette to be incorporated into a funeral or other service wherein 
the vignette discloses one or more memorial items associated with the theme. Funer^ 
discloses nothing more than the prior art manual, unsystematic attempts at providing 
themed funerals and memorials. AppUcants respectfully submit that the combination of 
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BaiTOtt and Funerals is improper, as there is nothing to suggest the conr^bination, and in fact, 
each teaches away from its combination with the other. 

It is submitted that the Examiner has simply used Applicant's claims as a 
blueprint to abstract bits and pieces of prior art together, through hindsight, to make the 
above § 103 rejections. It must be recognized that a combination of prior art is improper and 
not "obvious" if the only suggestion or reason for combining the teachings of the prior art is 
to be found in the present application. In re Pve & Peterson. 148 USPQ 426 (CCPA 1966). 
Furthermore, it must be recognized that the fact that disclosures of references canbe 
combined does not make the combination "obvious" unless the art also contains something 
to suggest the desirability of the combination. In re Rinehart 189 USPQ 143 (CCPA 1975); 

188 USPQ 136 (CCPA 1975); Ini^Avetv. 186 USPQ 161 (CCPA 1975); JoJS 
bpperato. 179 USPQ 730 (CCPA 1973); and In re Andre . 144 USPQ 497 (CCPA 1965). 

In other words, to property combine Iwo references to reach the condusion 
that the subject matter of a patent would have been '"obvious," case law now clearly requires 
that there must have been some teaching, suo ^flstinn or inference in either one of the two 
references, or both, or knowledge generally available to one of ordinary skill in the relevant 
ait which would have led one skilled in the art to combine the relevant teachings of the two 
references. See, e^, ACS Hospital Systems. Inc . v- Montefiore Hospital. 221 USPQ 929, 
933 (Fed. Cir. 1984); W I flnre & A «^nri«tas. Inc. V. Gartock. Inc.. 220 USPQ 303, 311, 
(Fed. Cii. 1983); and InraSemaker . 217 USPQ 1. 5 (Fed. Cir. 1983). 

Page 17 of 26 



PA(X21/30'R(:VDAT4/17I20(I6 6:34:56 PM [Eastern DayllghtMl'SVRiUSPTO-^^^ 



APR. 1?. 2006 5:33PM 513 241 6234 



NO. 2655 P. 22 



Serial No. 10/682,665 

Amendment and Response dated April 17, 2006 
in Reply to Office Action dated October 17, 2005 

The Federal Circuit has recentiy again strongly reaffiimed this cardinal 
principal of law. In In re Dembiczak. 50 USPQ 2d 1614, 1717-1618 {Fed. Cir. 1999), the 
Court stated: 

All the obviousness rejections affinned by the Board resulted 
from a combination of prior art references, e.g., the conventional trash 
or yard bags, and the Holiday and Shapiro publictions teaching the 
constmction of decorated paper bags. See Dernbiczak, slip op. at 6-7. 
To justity this combination, the Board simply stated that "the Holiday 
and Shapiro references would have suggested the application of , . . 
facial Indicia to the prior art plastic trash bags." Id. at 18-19. However, 
rather than pointing to specific information in Holiday or Shapiro that 
suggest the combination with the conventional bags, the Board instead 
described in detail the similarities between the Holiday and Shapiro 
references and the claimed invention, noting that one reference or the 
other - in combination with each other and the conventional trash 
bags ~ described all of the limitations of the pending claims. See id. at 
18-28. ] ;Snwhere dops thg Board narticulariy iriantlRi anu suooestion. 
taarhino. or motivation to combine the ch ildren's art references 
(Holiday and Shapiro) w ith the convf ntional trash or lawn bag 
rpforanr^f-ff, pnr does the Board make specific - or even inferential 
findinos conrgmino the identification of the relevant art, the level of 
ordinary skill in the art, the nature of the p roblem to be solved, or any 
other factual fmHinos that mghf serve to siinnort a nroner obviousness 
analysis. See, e.g., Pro-Mold & Tool, 75 F. 3d at 1573, 37 USPQ2d at 
1630. 

To the contrary, the obviousness analysis in the Board's 
decision is limited to a discussfon of the ways that the multiple 
prior art references can be combined to read on the claimed 
invention. For example, the Board finds that the Holiday bag 
reference depicts a "premanufactured orange" bag material, see 
Dernbiczak, sUp op. at 21, finds that Shapiro teaches the use of 
paper bags in various sizes, including "large", see id. at 22-23, 
and concludes that the substitution of orange plastic for the 
crepe paper of Holiday and the paper bags of Shapiro would be 
an obvious design choice, see Id. at 24. Yet this reference-bv- 
i«.ff»Y».nrfl, limitation-b u-llmitation analysis fails to demonstrate 
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how the HoliHau and Shapiro referenr es teach or sugoest their 
mmbiftation with the conventional trash or la *"" *Q ^'sM 
the daimed invention. SeeRouffet, 149 F.3d at 1357, 47 
USPQ2d at 1459 (noting Board's failue to explain, when 
analyzing the prior art, "what specific understanding or technical 
principle . . . would have suggested the combination"), gecauge 
we do not dij^cem anu findino bv the Board that there was a 
su ggestion, teachtno. or motivation to comb me the prior art 
rgfgrences citgri aoainst pending claims, the Board's 
concluMon of obviousness, as a matter of law, cannot stand. 
See CM. Bard, 157 F.Sd at 1352, 48 USPQ2d at 1232; 
Rouffet, 149 F.3d at 1359, 47 USPQ2d at 1459; Frltch, 972 
F 2d at 1265, 23 USPQ2d at 1783; Fine, 837 F.2d at 1075, 5 
USPQ2d at 1600; Ashland Oil, 776 F.2d at 297, 227 USPQ at 
667. 

(emphasis added) 

It is submitted that the Examiner has simply used the claims of this application 



as a blueprint and abstracted individual teachings from the different pieces of prior art to 
create the combination upon which he rejected the claims of this application. There is nc 
teaching, suggestion or motivation, in amd of the references, for their combination. This i 
error as a matter of law. In Re Dembiczak . 50 USPQ 2d at 1618 (Fed. Clr. 1999); 
Gore. 220 USPQ at 312 (Fed. Cir. 1983). 



The Federal Circuit spoke again on this issue even more recentiy. In In^ 



Sano-Su Lee . 61 USPQ2d 1430 (Fed. Cir. 2002), the Court first set out the legal standard: 
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when the issue is obviousness, 'it is fundamental that rejections 
under 35 U.S.C. §103 must be based on evidence 
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in Graham V.John Deem Co. . 383 U.S. 1, 17-18, 148 USPQ 
459, 467 (1966) and extensive ensuing precedent. The patent 
examination process centers on prior art and the analysis 
thereof. When patentability turns on the question of 
obviousness, the search for and analysis of tine prior art includes 
evidence relevant to the finding of whether there is a teaching, 
motivation, or suggestion to select and combine the references 
relied on as evidence of obviousness. See, e^, McQlnlev y. 
Franklin Snorts. Inc . 262 F.3d 1339, 1351-52, 60 USPQ2d 
1001, 1008 (Fed. Cir. 2001) ('the central question is whether 
there is reason to combine [the] references,' a question of fact 
drawing on the Graham factors). 

'The factual inquiry whether to combine references must 
be thorough and searching.' Id. It must be based on objective 
evidence of record. This precedent has been reinforced in 
myriad decisions, and cannot be dispensed with. See, e^a., 
Brown & Williamson Tobacco CorP, v Philip Monris Inc.. 229 
F.3d 1120, 1124-25, 56 USPQ2d 1456, 1459 (Fed. Cir. 2000) 
('a showing of a suggestion, teaching, or motivation to combine 
the priCT art references is an 'essential component of an 
obviousness holding") (quoting CR. Bard, Inc., v. MS Systems, 
Inc , 157 F.Sd 1340. 1352. 48 USPQ2d 1225, 1232 (Fed, Cir. 
1998)); In r^. Dembiczak . 175 F.3d 994, 999, 50 USPQ2d 
1614, 1617 (Fed. Cir. 1999) ('Our case law makes clear that 
the best defense against the subtle but powerful attraction of a 
hindsight-based obviousness analysis is rigorous application of 
the requirement for a showing of the teaching or motivation to 
combine prior art references.'); In re Dance. 160 F.Sd 1339, 
1343, 48 USPQ2d 1635, 1637 (Fed. Cir. 1998) (there must be 
some motivation, suggestion, or teaching of the desirability of 
making the specific combination that was made by the 
applicant); In re Fme . 837 F.2d 1071, 1075. 5 USPQ2d 1596, 
1600 (Fed. Cir. 1988) ('teachings of references can be 
combined oniji If there Is some suggestion or incentive to do 
so.') (emphasis in original) (quoting ACS Kipsp, Sys., Inc. v. 
MnntPfinreHosp.. 732 F.2d 1572. 1577, 221 USPQ 929, 933 
(Fed. Cir. 1984)). 
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The need for specificity pervades this authority. See, 
e^, InreKolzab. 217 F.3d 1265. 1371, 55 USPQ2d 1313, 
1317 (Fed. Cir. 2000) ('particular findings must be made as to 
the reason the skilled artisan, with no knowledge of the claimed 
invention, would have selected these components for 
combination in the manner claimed'); Tn re Rouffet 149 F.3d 
1350, 1259, 47 USPQ2d 1453, 1469 (Fed. Cir. 1998) ('even 
when the level of skill in the art is high, the Board must identify 
specifically the principle, known to one of ordinary skill, that 
suggests the claimed combination. In other words, the Board 
must explain the reasons one of ordinary skill in the art would 
have been motivated to select the references and to combine 
them to render the claimed invention obvious.'); In re Fritch, 
972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783 (Fed. Cir. 
1992) (the examiner can satisfy the burden of showing 
obviousness of the combination 'only by showing some 
objective teaching in the prior art or that knowledge generally 
available to one of ordinary skill in the art would lead that 
individual to combine the relevant teachings of the references'). 

The Court then went on to identify the reversible enor made by the Examiner 
and the Board in their obviousness analyses; 

With respect to Lee's application, neither the examiner 
nnrthe Board adequately sut) ported the selection and 
rnmhinatift p of the NnrfniD and T hiinderchonner references to 
render obvious that which Lee described. The examiner's 
nondusorv statements that 'the demonstration mode is just a 
programmable feature which can be used in many different 
device[sl for providing automatic Introduction by adding the 
proper programming software' and that 'another motivation 
would be that the automatic demonstration mode Is user 
friendly and it functions as a tutorial' do not adequately address 
♦hp is5^up. of motivation to combine. This factual question of 
motivation is material to patentability, and could not be 
rojtf^lugd on subjective bp lipf and unknown authority. It Is 
improper in determining whether a person of ordinary skill 
would have been led to this combination of references, sirnply 
to '[use] that which the inventor taught against its teacher.' 
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u/T nnr^u Garlocklnc , 721 F2d 1540, 1553, 220 USPQ 
303, 312-13 (Fed. Cir. 1983). Thus the Board must not only 
assure that the requisite findings are made, based on evidence 
of record, but must also explain the reasoning by which the 
findings are deemed to support the agency's conclusion. 



In its decision on Lee's patent application, the Board 
rejected the need for 'any specific hint or suggestion in a 
particular reference' to support the combination of the Nortrup 
and Thundcrchopper references. Omission of a relevant factor 
rpnuired bu pr^redent is bo th legal error and arbitrary agency 
action , (citations omitted) 

The foundation of the principle of judicial deference to 
the rulings of the agency tribunals is that the tribunal has 
specialized knowledge and expertise, such that when reasoned 
findings are made, a reviewing court may confidently defer to 
the agency's application of its knowledge in its area of expertise. 
Reasoned findings are critical to the perfomiance of agency 
functions and judicial reliance on agency competence. See 
Raltimorfl and Ohio R.R. Co. v. Abe rdeen & Rockfish R.R. Co., 
393 U.S. 87, 91-92 (1968) (absent reasoned findings based on 
substantial evidence effective review would become lost *in the 
haze of so-called expertise'). The ^common knowledge and 
common sense' on which the Board relied in rejecting Lee's 
appUcation are not the specialized knowledge and expertise 
contemplated by the Administrative Procedure Act. Conclusory 
statements such as those here provided do not fulfill the 
a qp.nru^s oblioation . This court explained in Zurijo, 258 R3d at 
1385, 59 USPQ2d at 1697, that ^ deficiencies of the cited 
references cannot be remedied bv the Board's general 
conclusion?^ about what is ^basic kn owledge^ or 'common 
sense." The Board's findings must extend to all material facts 
and must be documented on the record, lest the 'haze of so- 
called expertise' acquire insulation from accountability, 
^Common knowledge and common sense,' even if assumed to 
derive from the agency's expertise, do not subsitute for 
authority when the law requires authority. See Msntown 
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Mack . 522 U.S. at 376 ("Because reasoned decisionmaking 
demands it. and because the systemic consequences of any 
otfier approach are unacceptable, the Board must be required 
to apply in fact the clearly understood legal standards that it 
enunciates in principle ....') 



The determination of patentability on the ground of 
unobviousness is ultimately one of judgment. In furtherance of 
the judgmental process, the patent examination procedure 
serves both to find, and to place on the official record, that 
which has been considered with respect to patentability. The 
patent examiner and the Board are deemed to have experience 
in the field of the invention; however, this experience, insofar as 
applied to the determination of patentability, must be applied 
from the \rfewpoint of 'the person having ordinary skill in the art 
to which said subject matter pertains,' tfie words of section 103. 
In finding the relevant fads, in assessing the significance of the 
prior art, and in making the ultimate determination of the issue 
of obviousness, tiie examiner and the Board are presumed to 
act from this viewpoint. Thus when they rely on what they 
assert to be general knowledge to negate patentability, that 
knowledge must be articulated and placed on the record. The 
failure to do so is not consistent with either effective 
administrative procedure or effective judicial review. The board 
rannnt relv on concluson/ state ments when dealing with 
particular combinations r^f prior art and sneciflc claims, but must 
sgt forth the r ationale on which it relies. 

(emphasis added) 

The same holds true here. The Examiner has not adequately supported the 
selection and combination of the references: The Examiner has simply made the condusory 
statement in the Official Action that "It would have been obvious to one of ordinary sM\ in 
the art at the time of the invention to incorporate into the funeral advising system and 
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method of Barrott the themed funerals and memorieds of GiUam so as to provide consumers 
with a more meaningful experience when burying a loved one." This simply does not 
adequately address the issue of motivation to combine. "Can be combined" is not the same 
as "is obvious to combine." This obviousness question is not resolved by the Examiner's 
subjective belief and unknown authority. Where in the record, AppeUante rightfully ask, is 
the evidence of motivation to combine the references? There simply is none. Omission 
thereof is both legal error and arbitrary agency action. For this additional reason the §103 
obviousness r^ecUons of the claims are improper as a matter of law and should be 
withdrawn. 

The Examiner's obviousness rejection of the claims can, then, only be based 

on her own speculation. However, It is well settled that the Examiner is prohibited from 

substituting her own cp^mlaHon and . mfn.mH^d assumptions for the factual knowledge of a 

person skiUed in the art. As was stated almost forty years ago by the CCPA: 

The Supreme Court in Graham [Graham v. John Deere 
Co.. 383 U.S. 11 and Adams [U S- v- Adams. 383 U.S. 39], 
supra , foreclosed the use of substitutes for facts in determining 
obviousness under section 103. The legal conclusion of 
obviousness piust be sup poried bv fads. 



The Patent Office has the initial duty of supplying the factual 
basis for its rejection. It may not, because it may doubi that the 
invention is patentable, resort to speculation, unfounded 
assumptions or hindsight reconstruction to supply deficiencies In 
its factual basis. 
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i»R. >\A;^mprarvj Warner . 154 USPQ 173, 177-178 (CCPA 
1967) (emphasis in original). 

The CCPA's statement of the law is as valid today as it was then. For example, the Board 

Hself has since stated: 

As stated in In Re Warner . 379 F.2d 1011, 154 USPQ 173 
(CCPA), the legal conclusion of obviousness must be supported 
by facts. Where the legal conclusion is not supported by facts it 
cannot stand. 

Fv ryp^rtP. Saceman . 27 USPQ 2d 1472 (Bd. Pat. App. and Int. 
1993) (emphasis added). 

It is submitted that there simply is no factual basis for the obviousness 
rejections in this application; the Examiner merely speculates - such is not the proper basis 

for an obviousness rejection. 

Moreover, each of the appUed references teaches away from its combination 
with the other of the references. Banott Is directed to automated and computerized 
techniques; Funerals is directed to manual and unsystematic techniques. Thus the 
references teach exactly 180' opposite to one another. References which teach in entirely 
different, indeed opposite, directions are simply not properly combinable. Accordingly, it is 
submitted that the combination is in error for at least this additional reason. 

Applicants therefore submit that all pending claims are patentable over the 
prior art of record, and reconsideration and aUowance of all pending claims are accordingly 
respectfuUy requested. If the Examiner has any questions regarding the foregoing, or which 
might otherwise further the case onto allowance, the Examiner is encouraged to contact the 
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undersigned at 513-241-2324. Moreover, if tliere are any charges or credits that are 
necessary to complete this communication, please apply them to Deposit Account 23-3000. 

Respectfully submitted, 

WOOD, yERP©N & EVANS, LLP 




WOOD,^ 
2700 Carew Tower 
441 Vine Street 
Cincinnati, Ohio 45202 
Telephone: (513) 241-2324 
Facsimile: (513) 241-6234 
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